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Trademarks 



on wed„=,d.,. July 19. 2000. Reissv. AppUc.«. conduced » mtervicw wi* 
B»„i.er Fu^ in MS office a. :V. A«==dlBS the U^™ w». ReU«. 

Appllc^u. cc^nsl B-ber. H«d, F.IV. ^s.u. AppUcant. e:.p« Raymond Prmca. 
^ Applies BUI w^l as .he e>cajnl»er. Su.^^r. HU.en did ™. 

attend the interview. 

Th. E«mi«r was giv». »e opponnni., «. P""" ™ 

JOINT DECI^TION (!) t™i.ER 37 C.F.B. 81.13. AND <2) PERTAININO TO 
B,.KXVAT.ON BV D.MOOR.. AND PR^.TmC KESEABCH. ^C. OF BE.SSUE 
APFUCANTS' D^PmON. aad expert Prtnc. on hia SECONB SCTPI^MENTAI. 

. ^ - ^ ;i T^iircnicint tn 



DECLARATION, both documents submitted 



chose not to examine Davis or Prince on their 



on July 7, 2000 by express mail pursuant to 



^•„„o these dedar; itions were discussed in general, the Examiner 
Rule 10. While certam portions ottnese oeciar.iuuuo »y 



declarations line-by-line. 
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PEKTAXNINGTO„I»IV.™«BV».MOC.»^P«m™GK.SBAKCH.«C. 

corroborated by the declarations of Bird (origina 
April 7. 2000, the '713 patent must be removed 



April /, Auww, MJ.W ' *- r — 



and supplemental) and Baker submitted on 
as a reference. Reissue AppUcante' counsel 



s Bird Supplemental Declaration) that the 
435,798/EP 741.025 (A2) had been derived 



the Baker and Bird declarations (cspeciaHy ths 
process elements disclosed in Serial Number 08/ 
from Reissue AppUcants in the summer and fall of 1994. Reissue Applicants' counsel 
.ecmphasized argents made in the SUPPI. AMENDMENT UNDER 37 

C.F.R. §1-111 submittedunderRule 10 on Juiy 7, 2000 and in particular. In re MattH^. 408 
F 2d 1393. 161 USPQ 276. 56 CCPA 1033. 103 7-8 (CCPA 1969). a copy of which was given 
to the Examiner, that the derivation testimory is independent and controlling. Reissue 
AppUcants- counsel strenuously maintained, based on MaftHe. that the averments as to 
derivation made by Reissue Applicants. Baker and Bird, were sufficient to remove the 
reference, apart from Rule 13 1 testimony. 

second. Reissue AppUcants' counsel in.Ucated that Reissue AppUcants had made the 
necessary averments under 37 C.F.R §1-131 which were also incorporated in their recent 
declaration submitted July 7. 2000. For that independent reason, also, the -713 reference 
should be removed. 

Third. Reissue AppUcants' counsel indicated that the '713 patent was clearly not 
entitled to the benefit of the fiUng date of Serial Number 08/435.798 based on the 
requirements of law. Tlxe Examiner was give, a copy of 7>c^o v. Biomet. 156 F.3d 1154 
(Fed. Cir. 1 998). and RMssue AppUcants' cour.>el also emphasized the chain of Federal Circuit 
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cases on 



1 A ««^TT,eni The Examiner was also given a copy of 
page 29 of the Supplemental Amendmeni . The lixamm 



In re Sha^. 202 U.S.P.Q. 285, 293 (Comm. of Pat 



1978), which Reissue AppUcants' counsel 



to detennine whether same had 35 U.S.C. 



obligation to review each claim of the '713 patent 

^stparagraphsupportinSerialNumherO. 3S.7.S.since.n.fir.tparasraph..^^^^ 

low anissue. Reissue AppUcant. counsel 4phasized that an analysis und^ 



te made of eacJi of claims 1-26 of the '713 
ascertain whether or not the '7 1 3 patent was 
e.. whether the disclosure in Serial Number 
. §112, first paragraph for each of the '713 



tUt the answer was clearly in the negative for 
testimony of Expert Prince in his Second 
iL particular paragraphs 11-12. TheExaminer 



Circuit case law. e.g.. Tromo and Shaw had to 
patent for suppon in Serial number 08/43 5.798 to 
entiUed properly to the May 4. 1995 filing date, i 
08/435.798 met the three requisites of 35 U.S.C 
claims. 

Reissue AppUcants' counsel emphasized 
each of the claims and pointed to the sworn 
Supplemental Declaration, paragraphs 7-14 and 

,^u..,.d ,o <,u.s..o„ Expen Pri.^, Ucu,.,.y on p^.^r.ph. .1-12 it had any 
p„b.e=« wUh tha. »,«moo,. The E«.-i»=r d[a ^^on Pnnce on Prince', «s««ony 
in paragraphs 11-12. 

Reissue AppUcants- counsel indicated tljat only recently had he been able to obtain a 
copy of the file wrapper of Serial Number 08/435.798. and that it was Reissue AppUcants' 
position that none of the claims of that appU=ation were patentable. Reissue AppUcants 
disclosed that the majority of the Serial Nund,Jr 08/435.798 daims were stiU under rejection 
before the Board of Appeals as of early June 2300 when the file wrapper was received, but 
about six narrow claims had been allowed Reissue AppUcants' counsel maintained that any 
patent issuing from Serial Number 08/435.798 could be removed by the same JOINT 
DECLARATION andtheBirdandBakerDeclarations. In any event, all of the prior art and 
ether information disclosed in Serial Number (|8/43S.798 was being brought to the attention 
of the instant Examiner. 
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rcarefiiUy 



app Lication, 



' coxansel 



' an i 



couisel 



In the declaration Expert Prince very 
and '798 .vere two different devices that taught 
be given the benefit of the earUer date of "798. 
read the Prince declaration regarding this point, 
the two items were different "since the Patent 
support in the broadest sense." Expert Prince 
patents, namely the '713 patent and the »798 
as weU as teaching. Expert Prince also pointed 
patent were inoperable. Reissue AppUcants' 
of the law was clearly incorrect under Tronzo 
CCPA and under Shaw, and that each '7 13 claim 
for §112 support in Serial Number 08/435,798 

Fourth and last. Reissue Applicants' 
removed as a reference apart from the evidence 
first paragraph support 08/43 5,798, as the '71 
Reissue AppUcants' cotmsel pointed out that 
DeMoore et al. did not provide an oath for 
coappUcant Bird nor was there any indication 
under Rule 47 Bird had refused to execute the 
even that any attempt had been made to reacli 
indicated that there was no indication in his 
foreign counterparts to Serial Number 08/435 
Number 08/538,422 had been identified in the 
that the very foreign publication improperly inv 
first office action, EP 741,025 (A2) « publishel 
the attention of the '713 examiner. Absent 
maintained, there was no proper examination 
column 16 addition to the '713 patent outiinet 



and in great detail pointed out that '713 
different technology and that '713 should not 
a:pert Prince questioned how the Examiner 
xie Examiner stated that he did not care that 
interprets claims for [§120 entitiement] 
to^k exception and stated again that the two 
are entirely different in mechanics, 
out that some of the teachings of the '713 
stated that the Examiner's understanding 
its pi-edecessors in tiie Federal Circuit and 
had to be examined, limitation by limitation. 



as 



1 cofy 



5nrvnvTARV mTE^Vm w tntfPER 37 C: F.R, Q1433 Page 4 



ttie 



indicated that the '713 patent should be 
to derivation/Rule 131 averments/no §112, 
patent was improperly and illegaUy issued, 
his copy of the filing of the '713 patent 
August 19, 1998 continuation-in-part of 
vhatsoever in Reissue Applicants' copy that, 
continuation-in-part appUcation at that time or 
him. Second, Reissue Applicants' counsel 
of the '713 patent that any of the published 
798 or of the foreign counterparts of Serial 
ion-in-part August 1998^filed oath and 
oked by the Examiner in his February 9, 2000 
in the fall of 1 996 - had not been brought to 
L proper oath. Reissue AppUcants' counsel 
Examiner F\mk was also informed that the 
17-41 was clearly made in response to a final 
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rejection 



Supplemimtal 



office action in Serial Number 08/538.422 andtha'. 
the '713 patent should have been informed about 
foreign counterparts. Examiner Funk was also 
told, as reflected by the file wrapper of the '713 
the '713 issue fee was paid in March 1999. despite 
his clients knew about the -363 patent since 
AppUcants' counsel indicated that a patent clearly 
defective examination could not be employed as i 
alone, apart from the other reasons, the '713 

The Examiner indicated that he would 
Prince Supplemental Declaration, the 
cited case law before making a decision, but 
AppUcants a& to derirvation and Rule 13 1 might 

in 

Reissue AppUcants' counsel also 
AppUcation 42-87 as to perfecting were well 
language of "perfecting" at column 2, second 
mentioned in the specification, and the 
printing process." Expert Prince explained two 

(a) The word "over" as it appUes to 

(b) The definition of "continuous in 
Concerning tiie word "over". Examiner Funk 
the word "perfecting" . Examiner Funk concede d 
paragraph and 35 U.S.C. §251. fourth 
did not indicate whether or not he would 
in view of tiie '713 patent, indicating that he 
Supplemental Amendment in order to ensure 
under 35 U.S.C §1 12 had been cured. 



informed ' 



pal ent. 



the examiner of the application leading to 
BP 741,025 (A2) and the other published 
that the '713 examiner had not been 
of Reissue Applicants' '363 patent until 
tiie fact tiiat tiie '713 counsel admitted tiiat 
1998 or January 1999. Reissue 
mproperly granted witix a defective oatii and 
§ 1 02Ce) bar to anytiiing and, for that reason 

should be removed, 
eview tixe JOINT DECLAR/^TION, ti»e 
Amendment, and Reissue Applicants- 
indicated tiiat tiie Declaration of Reissue 
make such a TVonzo-type comparison moot. 



stressed 



. paragraph 



I maintun 



multip lioity 



that the new claims to the Reissue 
supported by the specification based on the 
the various references to printing "over" 
of references to a "continuous in-line 
items: 

"perfecting"; and 
L-line manufacturing". 

conceded the point that "over" can encompass 
tiiat tiie rejection under 3 5 U.S.C. §112, first 
of new claims 42-87 should be removed but 
any of the 35 U.S.C. §§ 102-103 rejections 
have to review Reissue AppUcants' recent 
1hat all the requested objections and rejections 



would 1 
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I tha ; 



patent, > 



clearly i mproperly j 



rejection 



Suppleimmtal 



office action in Serial Number 08/538.422 and 
the -713 patent should have been informed about 
foreign counterparts. Examiner Funk was also 
told, as reflected by the file wrapper of the '713 
the -7 13 issue fee was paid in March 1999. despite 
his clients knew about the '363 patent since 
Applicants' counsel indicated that a patent 
defective examination could not be employed as 
alone, apart from the other reasons, the '713 

The Examiner indicated that he would 
Prince Supplemental Declaration, the 
cited case law before maldng a decision, but 
Applicants as to derivation and Rule 131 might 

in 

Reissue AppUcants' counsel also 
Application 42-87 as to perfecting were weU 
language of "perfecting" at column 2, second 
mentioned in the specification, and the 
printing process." Expert Prince explained two 

(a) The word "over" as it applies to 

(b) The definition of "continuous in 
Concerning the word "over". Examiner Funk 
the word "perfecting" . Examiner Funk concede d 
paragraph and 35 U.S.C. §251. fourth paragraph 
did not indicate whether or not he would maintpn 
in view of the "713 patent, indicating that he 
Supplemental Amendment in order to ensure 
under 35 U.S.C. §112 had been cured 



multiplicity 



the examiner of the appUcation leading to 
EP 741.025 (A2) and the other published 
it4>nned that the '713 examiner had not been 
of Reissue Applicants' '363 patent untU 
the fact that the '713 counsel admitted that 
oleoember 1998 or January 1999. Reissue 
granted with a defective oath and 
§ 102Ce) bar to anything and, for that reason 

should be removed, 
eview the JOINT DECLARATION, the 
Amendment, and Reissue Applicants- 
indicated that the Declaration of Reissue 
make such a TVonzo-type comparison moot. 



stressed 



that the new claims to the Reissue 
supported by the specification based on the 
the various references to printing "over" 
of references to a "continuous in-Une 
items: 

"perfecting"; and 
■line manufacturing" . 
conceded the point that "over" can encompass 
that the rejection under 3 5 U. S.C. § 1 1 2, first 
of new claims 42-87 should be removed but 
any of the 35 U.S.C. §§ 102-103 rejections 
w|juld have to review Reissue Apphcants' recent 
1hat all the requested objections and rejections 
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IV. 



CONCERl'JING^ 



Reissue Applicants* counsel requested thai 
APPLICANTS' MEMORANDUM 
POSITION ON PATENTABILITY submitted 
pieces of prior ait and other information submitted 
statement and their two subsequent disclosure 
1449 forms. 



stiitcments. 



V. 



Reissue AppUcants also tendered to the 
on July 18, 2000 from Reissue AppUcants' 
Harris to identify any of protestors' documents 
of Texas beUeved by protestors to be material 
Reissue AppUcants' covmsel indicated that he die 
be material under Rule 56(a). 



,xammer a copy of a letter sent by facsimile 
to protestors' counsel Harris requesting 
prjaduced by protestors in the Northern District 
the examination of the instant appUcation. 
not beUeve any of protestors' documents to 



coursel 



to 



Re spectfully submitted. 



CEKTSISATE 



This is to certify that the foregome _ 
served on '363 Protestors coxmsel of re^^J^ b> 
States mail, postage prepaid, on the day o; 

WiUiam D. Harris, Jr., Esq. 
Locke Liddell & Sapp L.L.P 
2200 Ross Avenue, Suite 2200 
Dallas, Texas 75201-6776 



the Examiner review carefully REISSUE 
THE PRIOR ART AND THEIR 

April 7, 2000 and separately each of the 
in Reissue AppUcants* original disclosure 
and execute the appropriate PTO 





Robert Hardy Falk 
Ri3g. No. 27,877 
F.UL-K & FISH, L.L.P. 
P,0. Box 794748 
Dallas, Texas 75397 
Telephone: (214) 954-4480 
F icflknile: (214) 969-5941 



OF SERVICE 



Suminary 



.»x:,ofInterviewUnder37C.F.R, §1.133 was 
placing a true and correct copy in the Umted 
July, 2000, addressed as follows: 
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INTElXECTUia PROPERTY LAW 



FALIC & FISH 



ATTORNEYS AT LAW 
A TEXAS UMITED LlABILTIY PAKj>IEB5HlP 
CHATEAU PLaZA 
2 S 1 6 McHNNEY AVE. SUITE 
DALLAS, TEXAS 75201 
TELEPHONE (214^ 954-441 K» 
FACSIMILE (214) 969-S941 
Intecncc! h«p://www.patcn:.i 
EMail: Rilkffipatsnt.ncc 



LS6S 



OFFICES IN DALLAS, TEXAS 
AND SAN JOSE, CAUFORNL\ 

MAIUNC ADDRESS 
P.O. BOX 7947*8 
DALLAS, TEXAS 7SS79 



July 20, 2000 



Exairuner Stephen Funk 
United States Patent and Trademark 
Office Group 2854 
Room 9D3S - Crystal Plaza IV 
□Arlington, VA 22202 

E Re Bill L Davis, et ai: United States 09/3 1^.796; 
H= OurFUeNo.'WiU2501 



2 Dear Examiner Funk. 



^ ' As promised, enclosed is our Rule 133 Interview 

U AppUcant Davis is going to be sending you some mater^ 
graphic comparison of the advantages of this mvention 



Summary. I am informed that Reissue 
materilals on perfecting and additionally a 
aver the prior art. 



Very truly 



VIA FTCPERA ' FXPRESS 



yours. 




Robert HirdyFalk 



RHF/jc 
Enclosure 

cc: John Pinkerton. 
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CHATEAU PLAZA 
2515 McKlNNEY AVE» SUTrf 1565 
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EMail: falkOpatcnF-nci 



FACSIMILE COVE 



OyplCES IN DALLftS. TEXAS 
AND SAN JOSB, CaLIFORNL\ 

MAILING aDDB£SS 
P.O. BOX 794748 
DALLAS, 'reXA5?S379 



I LETTER 



Robett Hardy Falk 



FllOM: 

SENDERS rilONB NO.: (ZM) VSI-MOO 
NUMBER OF PAGES (INCLUDING COVER): 
PLEASE DELIVER THE FOLLOWING PAtJESTO: 

pvaminer Stephen Funlk. 



yNAME: 

ft FIRM/COMPANY: 

OUR CLIENT/MATTER NO.: 

^ OFFICE TELEPllOrJE NQ,: 



t'2854 , 



FAX TELEPHONE NO.: (70^) 772:> 



SPECIAL iNSTRUCrlONS 



CUNFIDENnALlT 



lilt y 



The documents «ccon.„n», i..K H.ls „ 

r,;i';r:i.„,Hc u. error. n'"« t.Su';'^^^ 

If you Uo ool recdre a» pages. p|e«5e call (214) 
Tlmnk you. 



DATED: 



7-20-00 



7:30 p.m. 
TIME IN: . 



•f NOTICE 



y eoiitnlii coiinUeiill.iI l.irorliinlloti »v|.icli Is IcBolly 
U c rcclplcU nanud above. Ifyui. ...vc recc.vca 
clcplioue to nrrange for «lun. of l le orlg. 
dlsiosure. co|,yI«B. JlsirlbuUol. or the loUiiiB of any 
lion Is sJrIclly prohlblled. 
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